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REMARKS 

Claims 1-39 have been canceled. Claims 40 fin w u , , , 

matter. Although a few of the fern, e j t • add n ° new 

ugn a rew of the terms and phrases m claims 40-80 are not literally recited in *, 
speoficat.cn or m the previous claims, those terms and phrases are inherent! ■ T 
*e specification and in the prevJOU5 ^ , ? "* " » 

Claims 40-80 have nor been added to overcome the prior arr rejection. 7* ■ 
for adding claims 40-80 w« t n „ f Sections. The mam reason 

brevity. ^ " *** "* * «*~ **f and 



--l^Sffi^i^ ^ 1213 W WD ^ established that 

appWn a dev.ce that inherendv performs a fonlSt ^orof l 48 ^ " a p3tent 

theory or has aD advantage, a patent application necessaX Hit i pro W. opeww according to a 

advantage even though it says "nothing i^cSfi^ *« fanctio ». or 

to eate the function, theory or advanlagTwithou? * VP*?" ^ kter be ««« 

r«4tef, 27 USPQ2d 1401, 1407 ffiPAI 1 992^1 ^ P***ited new matter.); Behr v. 

conscious appreciation on the pj of ie ^^Spic^r"^! 01 to reveal • 

question.); ^ 30 usp 0 2d 1234 19^™* 7 !^ &anCe ° f * e ^don in 

lateral support doe, not, in ^bSt 2^/^ ^ 0b *™°» of. lack of 

«PP«... Jh the situation before ^kZ^ S&L"*. ** ?<* of ade <3 u ** d *-ptive 

have conveyed to one havmg otdin ^ SJ^Sf^ ^ D " 

conduct«g the decomposition step generating «t£ add k£ d iy" - " 00 ° f * e ^ of 

compound and all of its properties are insepfrablf Ac«!SP ? ^ * P atent ^ » 

such a manner as to comply with « 1 2 l st a j}" ^ wh ^ a compound is disclosed in 
compounds can be identified, classified and^^T °£ symbols by which the 

formula, chemical nomenclature) doZtd^T^ ^ ** ™? spectra, graphic 

456-57, 1 66 USPQ 552, 555 "cPA 19 70^(^12^ ^ T^-* " ™ ?52 

to be found in the specification n^JtZ^S^t^ of * *«* invention is 

descrjpnon upon w mch to base generic claLTw^T f"*?? 0 * ^ V*»& - kapSdt 
Or. 1996) (If mc specific co^ain 'T^t^% 1 3? USP Q 2d 1578 > "Bl (Fed. 

then the examrner or Board, h^^T^^f Un f t3b * ° 0t " ^ 

one of ordinary skill in the art would not conside^ X 2 ^ • ™ pr0 ° f ' mUSt P rovide rea *ons why 
2163.07(a) Inherent Function, Theoxy ,Z aT^ eSCapa ° n ""^^^ ^^MPEP 7 

For example, new independent claims 40 45 ^ <zn 
Vbon step, whereas prions claim 1 recited a de«atu^l n T"t % d ^^ ™P the 

40, and 50 encompass the use of single-stranded and ^oJS^S^^S. 

(continued.,.) 
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template encompasses one or more assembly templates.) 



Objections to Specification 



Ih. amendments a b™ Jadsl j „,. m M rf ^ ^ ^ 

yd to Pa^pl 4 of offi „ Acdon> AppScant ^ 

Objections to Claims 

T*e objectionable claim, have been canceled. New claim, 40-74 do not have the 
objectionable features recited in Paragraphs 5-7 of the Office Acrion. 

Claim Rejections Under 35 USC 112 

* . * T " iCCKd "" d ° ^ " 2 W — ** N » '° « We 

*« oflcndmg fe amteJ ^ j,, PaBlgIaph 8(AH0 of ^ 0fSce ^ 
Claim Rejections Under 35 USC 102(e) 

Previousclaimsl.l3,15 > 17.29and3l-39 a rer eject edunder35USC 102 ■ , 

by US Pat No. 6,117,679 to Stemme, However SteinnL m * „ , * 

nowever, btemmexs method is polymerase-mediated. 



denaruration is always necessary when double-stranded fi-a^^ 7T~; " 

template, the initial denaturarion need not hi ~? i "« ro be Iodised to the 

and SO now recite denaruratio t & ^ 1116 ^ hand > d ™ s 40, 45 

denaturadon may occur prior ^ ^^f^L^T^ * ? ^ 
after the first hybridan i 5 not Za^S^^^T * denaturation 
reated in he claims. 7 nt W 311 embodiments of the invention, so it is 
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Stemmer does not disclose or teach the ligation-mediated method of Annli - • 

of new claims 40-74. of Applicant . previous claims or 

As stated in Applicant's specification, "The key step of the process of d» i . , 
step of ligation on an assembly tetnpW> , 5 ' P ™ ^ ° f ^ - *. 

P nor art because the present Lj oa do ^ ^ ^ &0m 

P esent mention does not, among other things, rely on polymerase to fin in 
^arge gaps between fragments hybridised on a template Rather * • 
- nectary und, 6agmcots ^ ^ ^ J^J^T Tr^^ 

a smaH number of fragments to a template an^en po2 ! ^ ^ 

fem ,„ fc , . . , P """"""M polymeme the ends of the hybridized 
»«d «* ^ „ ^ distances. Instt .d, AeL^ 

inat btemmer^s method reliV* ™ 

r . „ r ^ Polymerase extent is evident in the following passaees . 

-Col. 22. lines 24-26: "In shuffle.* u ■ g passages. 

IOShufflin & howe ™*> Ac number of the BfibmClUfcJrtait sitpc . 
the number of molecule, remains essentially the !ame , 

-CoL 24, lines 37-38: "The annealed nucleic acid fra*™*™ ■ . 

c acia tragments are next incubated in the- 

P reSence o^^'^^r^-nn-nr and dNTPs". 

-CoL 24, lines 53-56: "The cvrl* n fj, *, 

r , ^ deofdenaturation, renaturarion and incubation in rh, «r 

can be referred to as snuffling or teas9embIy ^ ^ & J™» * ~ 

Alsoconspicuou s is the absence of relevant ^closure m Stemmer. Stemm., does ^ 
disclose features necessary for or consistent with Applicant's li^rion m ^ „ T 
following: ^PPacant s fcgaaon-mediated method, such as the 

-Ends of fragments adjacendy hybridise on the assembly temple. 



i Repeating the hybridizing step often also L • , ,. 

lately after each repetition oV the ' ^ ^ dena ^ sre P 

hybridising step multiple rimes before ^ylT^Zj^^ * " to ^ the 

4 In typical embodiments of the invmri m _ i ■ , 
necessary. Under certain oondS^ Te^^SS 6 ^ «e usually 

can bybricfce within ligatable distances XaS o^Tn^ T ^^ ° f U*- 
necessary" allows for this unusual scenario Claim 4^ i. 11315 an * ^ e phrase "as 
scenario because it lades "as necessary" and it Z^rcZZ^l^ "* ""^ 

ys requires multiple rounds of hybridizarion. 
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-Repeating the hybridising and ligatW step* with a, r j 

-Carrying « che hybridation Z d ^ ^ 

„ , . . Jlgatl0n ste P s simultaneously. 

-PcJynudeoWes of the library share .ones of ho^oW 
-embly template. In other word, portion, of th e Kb 7 " ^ " 

o.er or comply t0 ^ ^^""^ ~ t0 

^endsonthe^^J ^ ^ ^^ent hy btid, a tion of the 

Claim Rejections Under 35 USC 103(a) 

Previous claims 14 and 1* ■ ^ j 

ana io are rejected under 35 TIQr mi/i 

» »^M9 to Matsui „ U Oft, ^ I ^ " ^ 
S—t a*, « „ ^ tt J 5 " — - — of 



over Stemmerin 



Applicant respectfully requests entry of the amcn^ 
a Notice of Allowance. ^cndments ^ »™ claims and i ssuance of 

Please charge any shortage in fees due m 

any excess fees to Suc h deposit account. 
Respectfully submitted, 
HUNTON& WILLIAMS 



lent to 



Dated: MdS^OjL 



HUNTON & WILLIAMS 
1 900 K Street, N.W. 
Suite 1200 

Washington, D.C 20006-1 109 
Telephone: (202) 955-1500 
Facsimile: (202)778-2201 



By: 




Samson Vermont 
Registration No. 42,202 
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M^e d .Up Version of An,end ments t0 Spccification 

I 

The invention h*s for its obierr th+ ^ 
Wropri.« ..earn » to seIect . . . ' P W d °"« 1 « ™»«d b, ,a y 

[Forexansplel Forexarntjle * «*ua«y US ea tor said process, 

Paragraph at page 1 7, 2"< paragraph, lines 1 1-1 8: 

The product of the five PGR was Wd and poadedon] a 1% ™ 

- ~ i— . TOded by ^z^*** * 

bp respective was v, suaIi2ed by ^ s _ taation d * "* 90 

order to be purified with fQUIAcuickl OIA ■ , ° Ut a SC3l P d * 

me l^ULAqiucfc] ^^lA^idg system (QIAGEN1 TA]hh,1 An u rs„ 
purified was eluted in 120 ul of buffer T Th ^ 1 ^ ^ DNA *» 

^ or DUMer T - The concentration of this DMA r 

W^te ^cd by *, Wsorban<:e „ „ 7 fcl»»-«-*«W 

a oy i« labsorbanceatj absorh^n^ n 2 60 n m . 

Paragraph atpage 18, fourth pw^pfc, ^ 2U26 . 

50 |U of each of the ten PGR were mixed and loaded on 3 1% TBF . 

migration and staining with ethidium k m , ^" Uo » c ^ After 

* ethidium bromide, the band at 257? h„ , 

amplification product of the genes of the ^ P ' COIteS P ondui g *> the 

r ujs genes ot the ten mutants, was cut out «nVK - . i i 
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1*1 of buffer T ~cu a „ 

1 concentration of this DNA was atinr • , 
absorbance at 260 nm. ^oxanmiy 100 ng/m 

according to its 

^phatp age 21 )2 - paiagr9ph)lines8 , 12: 
The PCR amp ji fication of ^ 

I^ard P C R Pre p sJ MMBPCR PREP, ~ **** ^ *e 

6 — PUrified p^ttr,: 1 : ^ e]uted ^ * * 

c, 3 „ of bsa o ^ 20 0 ofthe £w M - ; o 77; n ^ 3 1- 



P^graph at page 21, four* paragraph, lines 20-23- 
The linearized vectors as well as the digested PC* 
*. QIA^ system KQU^J E T ^ " ' ^ 1% * 

eluted in 30 Ml of buffer T. ^^J- Each vector or each digested P C R ™ 5 
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